
 

OFFICE FOR HARMONIZATION IN THE INTERNAL MARKET 
(TRADE MARKS AND DESIGNS) 
 
Opposition Division 

 
 

OPPOSITION No B 2 380 072 
 
Diesel S.P.A., Via dell'Industria 4-6, 36042 Breganze (VI), Italy (opponent), 
represented by Barzano' & Zanardo Milano S.P.A., Via Borgonuovo, 10, 20121 
Milano, Italy (professional representative) 
 

a g a i n s t 
 
Black Forest Games GmbH, Hauptstrasse 1a, 77652 Offenburg, Germany 
(applicant), represented by Rafael Freitag,  Zur Frankenfurt 111, 60529 Frankfurt am 
Main, Germany (professional representative). 
 
On 28/07/2015, the Opposition Division takes the following 
 
 

DECISION: 
 
1. Opposition No B 2 380 072 is upheld for all the contested goods, namely: 
 

Class 9: Games software; Computer software for mobile computer games; 
Interactive multimedia computer game programs; Interactive video game 
programs; Videogames software; Recorded DVDs, optical data carriers, CDs 
and CD-ROMs for computers or video games; Manuals (downloadable) for 
computers, video games and equipment, computer and video game 
accessories and computer and video game software; Downloadable music 
files; DVDs, optical data carriers, CDs and CD-ROMs with music; Music tapes; 
Musical sound recordings; Musical sound recordings. 
 

2. Community trade mark application No 12 797 148 is rejected for all the above 
goods. It may proceed for the remaining goods. 

 
3. The applicant bears the costs, fixed at EUR 650. 
 

 
REASONS: 

 
The opponent filed an opposition against some of the goods of Community trade 
mark application No 12 797 148, namely against all the goods in Class 9. The 
opposition is based on Community trade mark registrations Nos 6 209 183 and 
10 955 681. The opponent invoked Article 8(1)(b) CTMR. 
 
 
LIKELIHOOD OF CONFUSION – ARTICLE 8(1)(b) CTMR 
 
A likelihood of confusion exists if there is a risk that the public might believe that the 
goods or services in question, under the assumption that they bear the marks in 
question, come from the same undertaking or, as the case may be, from 
economically-linked undertakings. Whether a likelihood of confusion exists depends 
on the appreciation in a global assessment of several factors, which are 
interdependent. These factors include the similarity of the signs, the similarity of the 
goods and services, the distinctiveness of the earlier mark, the distinctive and 
dominant elements of the conflicting signs and the relevant public. 
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a) The goods 
 
The goods on which the opposition is based are the following: 
 
Community trade mark registration No 6 209 183 ‘DIESEL’ 
 
Class 9: Headphones, electronic products including telephones, mobile phones, mp3 
and CD/DVD players and cases therefor, televisions, screens and monitors, radios, 
stereos, entertainment apparatus for use with television receivers only, electronic 
games or portable games systems for use with televisions and self-contained 
portable videogames for use with televisions, video cameras, cameras, personal 
organisers. 
 
Community trade mark registration No 10 955 681 ‘DIESEL’ 
 
Class 9: Apparatus and instruments for conducting, switching, transforming, 
accumulating, regulating or controlling electricity; apparatus for recording, 
transmission or reproduction of sound or images; magnetic data carriers, recording 
discs; compact discs, dvds and other digital recording media; earphone, telephone 
headsets, headphone-microphone combinations, microphones, stereo headphones, 
headphones, communications head sets, internet phones, docking stations for 
computers and mobile phones, acoustical diffusers, loudspeakers, audio/video 
amplifiers, high definition dvd players; computers; carrying cases for portable 
electronic devices, cases, covers and coverings for mobile phones, portable 
computers, tablet computers, mp3 players, cameras (photography), video cameras. 
 
The contested goods are the following: 
 
Class 9: Games software; Computer software for mobile computer games; Interactive 
multimedia computer game programs; Interactive video game programs; 
Videogames software; Recorded DVDs, optical data carriers, CDs and CD-ROMs for 
computers or video games; Manuals (downloadable) for computers, video games 
and equipment, computer and video game accessories and computer and video 
game software; Downloadable music files; DVDs, optical data carriers, CDs and CD-
ROMs with music; Music tapes; Musical sound recordings; Musical sound recordings. 
 
 
The relevant factors relating to the comparison of the goods or services include, inter 
alia, the nature and purpose of the goods or services, the distribution channels, the 
sales outlets, the producers, the method of use and whether they are in competition 
with each other or complementary to each other. 
 
Contested goods in Class 9 
 
The contested recorded DVDs, optical data carriers, CDs and CD-ROMs for 
computers or video games; DVDs, optical data carriers, CDs and CD-ROMs with 
music; music tapes; musical sound recordings (mentioned twice) include material, 
such as audio files, video files or electronic publications maintained on a memory 
device. The opponent’s compact discs, dvds and other digital recording media are a 
data storage medium, which includes pre-recorded CDs and DVDs, containing 
material such as music, images or electronic publications.  The contested goods are 
included in the broad category of the opponent’s goods. Therefore, they are 
considered identical. 
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The contested games software; computer software for mobile computer games; 
interactive multimedia computer game programs; Interactive video game programs; 
videogames software are similar to the opponent’s electronic games or portable 
games systems for use with televisions and self-contained portable videogames for 
use with televisions, video cameras, cameras, personal organisers since they are all 
complementary to each other. Furthermore, they also share the same end-users, 
distribution channels and sales outlets. It follows that these goods are similar. 
 
The contested downloadable music files are similar to a low degree to the opponent’s 
compact discs as they can coincide in end user and distribution channels. 
Furthermore they are complementary. 
 
The contested manuals (downloadable) for computers, video games and equipment, 
computer and video game accessories and computer and video game software are 
similar to a low degree to the opponent’s computers; electronic games or portable 
games systems for use with televisions, as it is likely that companies producing 
computers and games will also prepare manuals how to use computers, games, 
equipment, accessories and software (which can be in electronic 
form/downloadable). They are also complementary. 
 
 
b) The signs 
 
 

DIESEL 
  

DIESELSTÖRMERS 
 

 
Earlier trade marks 

 
Contested sign 

 
The relevant territory is the European Union. 
 
Visually, the signs are similar to the extent that they coincide in the string of the 
letters ‘DIESEL’, which also constitute the earlier marks in their entirety. However, 
they differ in the string of the letters ‘STÖRMERS’ of the contested sign. 
 
Aurally, irrespective of the different pronunciation rules in different parts of the 
relevant territory, the pronunciation of the signs coincides in the sound of the letters 
‛DIESEL’ present identically in all signs, and to that extent the signs are aurally similar. 
The pronunciation differs in the sound of the letters ‘STÖRMERS’ of the contested sign 
which have no counterpart in the earlier marks.  
 
Conceptually, the relevant public will associate the word ‘DIESEL’ with a diesel 
engine and/or diesel fuel. It is reasonable to assume that this term will be universally 
understood throughout Europe, either because it is commonly used, for example in 
Danish, Dutch, English, Finnish, French, German, Italian, Romanian and Slovak or 
because its equivalents in other languages are very close, such as ‘diisel’ in 
Estonian, ‘dízel’ in Hungarian, ‘dīzelis’ in Latvian, ‘dyzelis’ in Lithuanian and ‘diésel’ in 
Spanish. 
 
The contested sign as a whole has no dictionary meaning. The opponent claims that 
the element ‘STÖRMERS’ has a meaning, namely ‘tempest’ or ‘assaulters’, however, 
does not indicate in which language. The Opposition Division has not found any 
language of the relevant territory in which the word would convey the indicated 
meanings.  
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Although signs cannot be artificially dissected, when signs contain obvious 
sequences of letters that constitute elements that are well known for the public, it is 
likely that they will mentally divide the mark into the recognized terms. Therefore, 
whilst ‘DIESELSTÖRMERS’ does not have any meaning as such, the relevant 
consumers will recognise the term ‘DIESEL’ at the beginning of the contested sign, 
since it has clear and evident meaning as explained above. 
 
The marks are conceptually similar to the extent that they share DIESEL. 
 
Taking into account the abovementioned visual, aural and conceptual coincidences, 
it is considered that the signs under comparison are similar. 
 
 
c) Distinctive and dominant elements of the signs 
 
In determining the existence of likelihood of confusion, the comparison of the 
conflicting signs must be based on the overall impression given by the marks, 
bearing in mind, in particular, their distinctive and dominant components. 
 
The marks under comparison have no elements which could be considered clearly 
more distinctive than other elements. 
 
The marks under comparison have no elements which could be considered clearly 
more dominant (visually eye-catching) than other elements. 
 
 
d) Distinctiveness of the earlier marks 
 
The distinctiveness of the earlier mark is one of the factors to be taken into account 
in the global assessment of likelihood of confusion. 
 
The opponent did not explicitly claim that its marks are particularly distinctive by 
virtue of intensive use or reputation. 
 
Consequently, the assessment of the distinctiveness of the earlier marks will rest on 
its distinctiveness per se. In the present case, the earlier trade marks as a whole has 
no meaning in relation to any of the goods at hand from the perspective of the public 
in the relevant territory. Therefore, the distinctiveness of the earlier marks must be 
seen as normal. 
 
 
e) Relevant public – level of attention 
 
The average consumer of the category of products concerned is deemed to be 
reasonably well informed and reasonably observant and circumspect. It should also 
be borne in mind that the average consumer’s level of attention is likely to vary 
according to the category of goods or services in question. 
 
In the present case, the goods found to be identical and similar to various degrees 
are directed at the public at large. The level of attention is average.  
 
 
f) Global assessment, other arguments and conclusion 
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The goods were found to be identical and similar to various degrees. 
 
The conflicting marks are visually, aurally and conceptually similar to the extent that 
they all contain the element ‘DIESEL’, which constitutes the earlier marks and is 
entirely included in the contested sign. Furthermore, it is reproduced at the beginning 
of the contested sign. Consumers generally tend to focus on the initial part of a sign 
when confronted with a trade mark. This is justified by the fact that the public reads 
from left to right, which makes the part placed at the left of the sign (the initial part) 
the one that first catches the attention of the reader. Consequently, the fact that the 
earlier marks are reproduced identically at the beginning of the contested sign has to 
be taken into account when assessing the likelihood of confusion between the marks. 
 
It is further to be noted that the earlier mark can clearly be identified in an isolated 
manner in the structure of the contested mark. The earlier mark used by the applicant 
in its composite sign still has an independent distinctive role in that composite sign, 
without necessarily constituting the preponderant element. In such a case the overall 
impression produced by the composite sign may lead the public to believe that the 
goods at issue, derive from the same company or at the very least, from companies 
which are linked economically, in which case the likelihood of confusion must be held 
to be established. 
 
Considering all the above, the Opposition Division finds that there is a likelihood of 
confusion on the part of the public and therefore the opposition is well founded on the 
basis of the opponent’s Community trade marks. 
 
It follows from the above that the contested trade mark must be rejected for all the 
contested goods.  
 
 
COSTS 
 
According to Article 85(1) CTMR, the losing party in opposition proceedings must 
bear the fees and costs incurred by the other party. 
 
Since the applicant is the losing party, it must bear the opposition fee as well as the 
costs incurred by the opponent in the course of these proceedings. 
 
According to Rule 94(3), (6) and (7)(d)(i) CTMIR, the costs to be paid to the opponent 
are the opposition fee and the costs of representation which are to be fixed on the 
basis of the maximum rate set therein. 
 

 
 

The Opposition Division 
 

Lina LAPINSKAITE  Eamonn KELLY 
 

Plamen IVANOV 

 
 
According to Article 59 CTMR, any party adversely affected by this decision has a 
right to appeal against this decision. According to Article 60 CTMR, notice of appeal 
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must be filed in writing at the Office within two months of the date of notification of 
this decision. Furthermore, a written statement of the grounds of appeal must be filed 
within four months of the same date. The notice of appeal will be deemed to be filed 
only when the appeal fee of EUR 800 has been paid. 
 
The amount determined in the fixation of the costs may only be reviewed by a 
decision of the Opposition Division on request. According to Rule 94(4) CTMIR, such 
a request must be filed within one month from the date of notification of this fixation 
of costs and shall be deemed to be filed only when the review fee of EUR 100 
(Article 2(30) CTMFR) has been paid. 


